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Sir: 

Pursuant to 37 C.F.R. §§ 1.97 and 1.98, applicant(s) hereby submit(s) an Information 
Disclosure Statement for consideration by the Examiner. 



I. LIST OF PATENTS, PUBLICATIONS OR OTHER INFORMATION 

The patents, publications or other information submitted for consideration by the Office 
are listed on PTO-1449, attached hereto. 



II. COPIES 



. ^ Submitted herewith is a legible copy of (i) each U.S and foreign patent; 

(ii) each publication or that portion which caused it to be listed; and (iii) 
all other information or that portion which caused it to be listed. 
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HI. CONCISE EXPLANATION OF THE RELEVANCE 

(check at least one box) 

a. Except as may be indicated below in (b), all of the patents, publications or 

other information are in the English language or were cited in an English 
language Search Report, a copy of which is attached hereto (concise 
explanation not required). 

b. □ A concise explanation of the relevance of all patents, publications or other 

information listed that is not in the English language is as follows: 

c. [g| The following additional information is provided for the Examinees 

consideration: WO 98/5 1 699 and DelRio et al., which are cited in the 
attached European Search Report, were supplied in the IDS filed 26 
September 2002 

FEES 

IV. THIS IDS IS BEING FILED UNDER 37 C F.R. S 1.97(b) 
(check one box) 



a. 



b. 



c. 



□ within three months of the filing date of a national application (37 
CF.R. § 1.97(b) (1)). No fee or certification is required. 

□ within three months of the date of entry of the national stage as set forth 
in §1.491 in an international application (37 CF.R. § 1.97(b) (2)). No fee 
or certification is required. 

□ before the mailing date of a first Action on the merits (37 CF.R. § 
1.97(b) (3)). No fee or certification is required. In the event that a first 
Office Action on the merits has been issued, please consider this IDS 
under 37 CF.R. § 1.97(c) and see the certification under 37 CF.R. § 
1.97(e) below, or, if no certification has been made, charge our deposit 
account a fee in the amount of $240.00 as required by 37 CF.R. § 1.17(p). 



V. THIS IDS IS BEING FILED UNDER 37 C F.R. S 1.97(c): 
(check one box) 

3 before the mailing date of a Final Office Action under 37 CF.R. § 1.113(See37 
CF.R. § 1.97(c) (1)) or before the mailing date of a Notice of Allowance under 37 CF.R. 
§ 1.311 (See 37 CF.R. § 1.97(c) (2)). 
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a. □ No certification; therefore, a fee in the amount of $1 80.00quired by 37 C.F.R. . § 
1.1 7(p). 

or 

b. £3 See me certification below. No fee is required. 

VI. CERTIFICATION UNDER 37 C.F.R. § 1.97(e) (check only one box) 

The undersigned hereby certifies that 

a. £3 each item of information contained in the IDS was cited in a communication from 
a foreign Patent Office in a counterpart foreign application not more than three months 
prior to the filing of this IDS; or 

b. □ no item of information contained in the IDS was cited in a communication from a 
foreign Patent Office in a counterpart foreign application or, to the best of my knowledge 
after making reasonable inquiry, was known to any individual designated in 37 C.F.R. § 
1.56(c) more than three months prior to the filing of this statement. 

c. □ Some of the items of information were cited in a communication from a foreign 
Patent Office. As to this information, the undersigned certifies that each item of 
information contained in the IDS was cited in a communication from a foreign Patent 
Office in a counterpart foreign application not more than three months prior to the filing 
of this IDS. As to the remaining information, the undersigned hereby certifies that no 
item of this remaining information contained in the IDS was cited in a communication 
from a foreign Patent Office in a counterpart foreign application or, to the best of my 
knowledge after making reasonable inquiry, was known to any individual designated in 
37 C.F.R. § 1.56(c) more than three months prior to the filing of this statement. 



□ Please charge Deposit Account No. 04-1 105 in the amount of $ for the above- 
indicated fee. A triplicate copy of this paper is attached. 

^1 No fee is required. 
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If the Examiner has any questions concerning this IDS, he/she is requested to contact the 
undersigned. If it is determined that this IDS has been filed under the wrong rule, the PTO is 
requested to consider this IDS under the proper rule (with a petition, if necessary) and charge the 
appropriate fee to Deposit Account No. 04-1 105. 



Respectfully submitted, 

Date: May 20, 2003 



Kathryn A. Piffat, Ph.D. ^ 

Reg. No.: 34,901 

EDWARDS & ANGELL, LLP 

P.O. Box 9169 

Boston, Massachusetts 02209 
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COMMUNICATION 

The European Patent Office herewith transmits the supplementary partial European search report 
under Rule 46(1) EPC relating to the above mentioned European patent application. 

Copies of the documents cited in the search report are enclosed. 
The applicant's attention is drawn to the following: 

The search Division informs the applicant that if the European search report is also to cover 
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FELLMANN F ET AL: "Simplified protocol of 
solid-phase cDNA libraries for multiple 
PCR amplification." 

BIOTECHNIQUES. UNITED STATES NOV 1996, 
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page 766, 768, 770 XP001135191 
ISSN: 0736-6205 

* page 766, column 3, line 31-34 
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* page 768, column 1, line 10-29 

* page 768, column 1, line 29-57 
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WO 98 51699 A (LIFE TECHNOLOGIES INC) 
19 November 1998 (1998-11-19) 

* page 8, line 3 * 

* page 8, line 28 - page 9, line 2 * 

* page 9, line 18-24 * 

* page 20, line 4-6 * 

* page 22, line 7,8 * 

* page 22, line 22,23 * 

DEL RIO S.A., MARINO, BELGRADER: "REUSING 
THE SAME BLOOD-STAINED PUNCH FOR 
SEQUENTIAL DNA AMPLIFICATIONS AND TYPING" 
BIOTECHNIQUES, EATON PUBLISHING, NATICK, 
US, 

vol. 20, no. 6, June 1996 (1996-06), pages 
970-974, XP002929740 
ISSN: 0736-6205 

* full text * 
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LIN J-J ET AL: "DETECION OF PLANT GENES 
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METHOD" 

BIOTECHNIQUES, EATON PUBLISHING, NATICK, 
US, 

vol. 28, no. 2, February 2000 (2000-02), 
pages 346-350, XP001093853 
ISSN: 0736-6205 

* material and methods * 

NATARAJAN P ET AL: "PAPER-BASED ARCHIVING 
OF MAMMALIAN AND PLANT SAMPLES FOR RNA 
ANALYSIS" 

BIOTECHNIQUES, EATON PUBLISHING, NATICK, 
US, 

vol. 29, no. 6, December 2000 (2000-12), 
pages 1328-1333, XP001093852 
ISSN: 0736-6205 

* material and methods * 

* page 1333, column 1, line 4-6 * 

ROGERS CRAIG D G ET AL: "Reverse 
transcription of an RNA genome from 
databasing paper (FTA(R))." 
BIOTECHNOLOGY AND APPLIED BIOCHEMISTRY, 
vol. 31, no. 3, June 2000 (2000-06), pages 
219-224, XP002231285 
ISSN: 0885-4513 

* material and methods * 

LAMBERT KRIS N ET AL: "CDNA library 

construction from small amounts of RNA 

using paramagnetic beads and PCR." 

NUCLEIC ACIDS RESEARCH, 

vol. 21, no. 3, 1993, pages 775-776, 
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ISSN: 0305-1048 

* full text * 

-/- 



Relevant 
to claim 



1-5 



1-5 



1-5 



1-5 



CLASSIFICATION OF THE 
APPLICATION (lnt.CI.7) 



TECHNICAL FIELDS 
SEARCHED (lnt.CI.7) 



page 3 of 4 




European Patent 
Office 



PARTIAL EUROPEAN SEARCH REPORT 



Application Number 

EP 01 93 0414 



DOCUMENTS CONSIDERED TO BE RELEVANT 



Category 



Y J 



Citation of document with indication, where appropriate, 
of relevant passages 



SEAH L H ET AL: "DNA databasing on FTAR 

paper: Biological assault and techniques 

for measuring photogenic damage." 
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18th International ISFH;San Francisco, 

California, USA; August 17-21, 1999, 2000 

Elsevier Science B.V. Sara 

Burgerhartstraat 25, 1000 AE, Amsterdam, 

Netherlands 

ISSN: 0-444-50303-X 
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Office 



LACK OF UNITY OF INVENTION 

SHEET B 



Application Number 

EP 01 93 0414 



The Search Division considers that the present European patent application does not comply with the 
requirements of unity of invention and relates to several inventions or groups of inventions, namely: 

1. Claims: 1-5 

The first invention relates to a method to produce one or 
more cDNA molecules or cDNA libraries wherein: 

i) a sample comprising one or more mRNA templates is 
contacted with a solid support 

ii) cDNAs is synthetized by contacting mRNA templates with 
one or more reverse transcriptases 

2. Claims: 6-7 

The second invention relates to a method for storing RNA 
molecules wherein: 

i) cells comprising an RNA molecule is contacted to a solid 
support, 

ii) the cells and the solid support are dryed. 



The common feature contained in the independent claims 1 and 6 which is 
the contact of sample comprising one or more RNA template with a solid 
support is not novel in view of each of the prior art documents Dl, D2 
and D3. 

The document Dl (Perret E. et al . (1998), Gene 208: 103-115) discloses 
the construction of a cDNA library from mRNA extracted from different 
rat brain tissues (p. 104, c.l, 1. 33-35) wherein: 

i) RNA poly(A)+ is prepared from rat brain using oligo 
(dT)-magnetic beads (p. 104, c. 2, 1. 14-15, relevant for claim 1-a), 

ii) mRNAs are pooled and used for the preparation of cDNA using 
Superscript II reverse transcriptase (p. 104, c. 2, 1. 17, relevant for 
claims 1-b and 3). 

The document D2 (Fellmann F. et al . (November 1996), BioTechniques 21: 
766-770) reports the use of immobilized cDNA libraries for multiple 
amplifications with beads present in PCR tube (p. 766, c. 3, 1. 31-34, 
relevant for claim 2) wherein: 

i) rat brains are cry-sectioned into 20 m-thick sections 
thaw-mounted on glass slides (p. 766, c. 3, 1. 45-49, relevant for claim 
1-a), 

ii) tissue fragments are collected, poly(A)+mRNAs are extracted 
using oligo d(T)-beads and cDNA synthesis is performed with M-MLV 
reverse transcriptase (p. 768, c. 1, 1. 10-29, relevant for claims 1-b 
and 3). 

The document D3 (W0-A-9851699) concerns isolation of mRNA molecules and 
the production and isolation of cDNA libraries either single- or 
double-stranded wherein: 

i) the sample containing mRNA and/or poly(A)+ RNA is contacted 
with one or more primer-adapters (p. 8, 1. 28 - p. 9, 1. 2, relevant for 
claim 1-a), 
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ii) the nucleic acid molecules are bound to a solid phase support 
and the mRNA and/or poly(A)+ are thus isolating from the sample (p. 8, 

1. 3 and p. 22, 1. 7-8, relevant for claim 1-a), 

iii) once the contaminants are fully removed, the nucleic acid 
molecules are released from the solid support (p. 22, 1. 22-23, relevant 
for claim 3). 

Therefore, the technical relationship, required by Rule 30 EPC, between 
the subject-matter of claim 1 relative to the production of one or more 
cDNA molecule and that of claim 6 relative to the storage of RNA 
molecule does not involve a special technical feature and the 
requirement for unity of invention referred to in Article 82 EPC is not 
fulfilled. 
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